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SOUTHERN DISTRICT OF INDIANA

EVANSVILLE DIVISION

XP INNOVATION, LLC d/b/a
DAN'S COMP,

Plaintiff,
Case No. 3:13-cv-106
V.

IAN SMITH,

Defendant.

N N N N N N N N N N

COMPLAINT FOR TRADEMARK INFRINGEMENT, FALSE DESIGNATION OF
ORIGIN, FALSE ADVERTISING, AND UNFAIR COMPETITION

Plaintiff XP Innovation, LLC d/b/a Dan's Comp (*'Dan's Comp") for its complaint (the

"Complaint™) against lan Smith ("Smith™) alleges:
SUBJECT MATTER JURISDICTION AND VENUE

1. This is an action for trademark infringement under 15 U.S.C. § 1114(1), false
designation of origin and unfair competition under 15 U.S.C. § 1125(a)(1)(A), false advertising
under 15 U.S.C. §1125(a)(1)(B), and unfair competition and trademark infringement under
Indiana common law. This Court has subject matter jurisdiction of this action and these claims
pursuant to 15 U.S.C. § 1121 and 28 U.S.C. 8§ 1331 and 1338.

2. This Court has supplemental jurisdiction over the claims in this Complaint that
arise under the common law of the State of Indiana pursuant to 28 U.S.C. 8 1367(a) because the
state law claims are so related to the federal claims that they form part of the same case or

controversy and derive from a common nucleus of operative facts.
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3. Venue is proper in this District pursuant to 28 U.S.C. § 1391(b) as a substantial
part of the events or omissions giving rise to the claims and the threatened and actual harm to
Dan's Comp occurred in this District by reason of Smith's conduct as alleged below.

PARTIES AND PERSONAL JURISDICTION

4, Dan's Comp is an Indiana limited liability company with its principal place of
business in Mt. Vernon, Indiana.

5. On information and belief, Smith is an individual residing at 721 Mathias Avenue,
Massillon, Ohio 44646.

6. The Court has personal jurisdiction over Smith under Indiana's Long Arm Statute,
Ind. R. Trial P. 4.4 because Smith conducted his business within this district related to the
unlawful activities at issue in this Complaint and the harm suffered by Dan's Comp in this
District flows directly from the business conducted by Smith.

FACTUAL ALLEGATIONS

A. Dan's Comp's Use of the DAN'S COMP Trademarks.

7. Dan's Comp owns and operates the one of the world's largest and most trusted
BMX stores.
8. Dan's Comp is the owner of all right, title, and interest in and to the below marks

(collectively, the "Dan's Comp Marks™):

TRADEMARK DATE OF FIRST | REGISTRATION | GOODS AND SERVICES
USE NO.
DAN'S March 1, 1984 2,176,911 Bicycles and bicycle parts,

namely, frames, handlebars,
stems, wheels, inner tubes,
tires, cranks, pedals, forks,
pegs, chainwheels and
number plates in
International Class 12.

Mail order services
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featuring bicycles and
bicycle parts in
International Class 35.

DAN'S COMPETITION

June 15, 1996

2,176,580

Bicycles and bicycle parts,
namely, frames, handlebars,
stems, wheels, inner tubes,
tires, cranks, pedals, forks,
pegs, chainwheels and
number plates in
International Class 12.

Mail order services
featuring bicycles and
bicycle parts in
International Class 35.

DANSECOME

September 29,
1997

2,607,447

Retail store services and
online retail services
featuring bicycles, bicycle
parts and clothing and
accessories used therewith,
and mail order catalogue
services and online retail
ordering services featuring
bicycles, bicycle parts and
clothing and accessories
used therewith in
International Class 35.

DAN'S BMX

June 30, 1997

3,853,112

Bicycles in International
Class 12.

Shirts in International Class
25.

July 31, 2000

3,940,083

Bicycle parts, namely,
tubes, rim strips; Bicycle
pumps; Bicycles in
International Class 12.

Backpacks in International
Class 18.

Bicycle racing number
plates not made of metal in
International Class 20.

Belts; shirts; socks in
International Class 25.
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July 31, 2000 3,957,948 Shirts in International Class
25.

Computerized on-line retail
store services in the field of
bicycles, bicycle parts and
clothing and accessories
used therewith in
International Class 35.

July 8, 2009 4,074,705 Bicycles in International
(Class 12) Class 12.

April of 2000 Mail order catalog services
(class 35) featuring bicycles, bicycle

parts and clothing and
accessories used therewith
in International Class 35.

HIGH SPEED MAIL April of 2000 4,101,708 Mail order services
ORDER featuring bicycles,
bicycle parts, and
bicycle-related goods in
International Class 35.

9. Copies of the registration certificates for each of the above marks are attached to
this Complaint as Exhibit 1.

10.  The Dan's Comp Marks have enjoyed significant exposure to the consuming
public, and have been featured in printed publications, on the Internet, and in other materials
distributed throughout the United States and the world.

11.  Dan's Comp uses the Dan's Comp Marks in connection with the above described
goods and services (the "Goods and Services") in all fifty (50) states, the District of Columbia,
and throughout the world.

12.  The Dan's Comp Marks are widely known and recognized among consumers.

13.  The Dan's Comp Marks are unique and distinctive and, as such, designate a single

source of origin for the Goods and Services.
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14, Dan's Comp spends tens of thousands of dollars each year to advertise and
promote the Dan's Comp Marks and the associated Goods and Services in the United States and
throughout the world.

15.  Asaresult of Dan's Comp's extensive and substantially exclusive use of the Dan's
Comp Marks with the Goods and Services, the Dan's Comp Marks have developed significant
goodwill in the market and are extremely valuable to Dan's Comp.

16. Dan's Comp expends substantial effort and expense to protect the Dan's Comp
Marks and their distinctiveness in the marketplace.

17. Having been widely promoted to the general public, and having exclusively
identified the Goods and Services, the Dan's Comp Marks symbolize the tremendous goodwill
associated with Dan's Comp and are a property right of incalculable value.

18.  The Dan's Comp Marks are valid and enforceable trademarks.

B. Smith’s lllegal Conduct.
19.  Smithis, and at all relevant times to this Complaint was, the registrant for the

website <surveysallday.com/bmx> (the "Site").
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20. Internet users were directed to this Site via a sponsored advertisement appearing

on <www.facebook.com>. The sponsored advertisement is reproduced below:

Sponsored & See All

Free Bike From Dans Comp

Want a FREE BMX bike?
Hurry up and dick while
supplies [ast!

g Like - 1,621 people like BMX Rewards.

21. Users who click on the sponsored advertisement were redirected to the Site,
which was designed to appear as if it was sponsored by, affiliated with, or connected to Dan's

Comp via unauthorized use of the Dan's Comp Marks.
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22,

Users were prompted to answer survey questions regarding their buying habits in
relation to the Goods and Services:

| /= Dans Comp survey - Windows Internet Explorer

(<ISAD

[HEE
surveysaliday.com | PR | 5[4 %] [#] gino vaneli o]~
Fie Edt Wiew Favorites Tools Help
% @Convert - [PRGelect )

i Favorites | 5%, [E] online Banking for Business ... [Z] FormFire & SmartCreats (| Mount Wernon Marching Wil...  # List - Inventory Application ... & | /s
DD.- -§ BMK Bike Sale at ... | i Fox News - Brea.., | € ABCNews.com .. | @Dans Comps... X | @inew Tab

v ] https-wam.welbornportal....
[ coogle Image R... | £ Item Detail - Inv...

TAKE THE SURVEY
SCORE YOUR BIKE
FOR PARTICIPATING

Dans Comp survey

QUESTION 1 OF 10

Do you own any products bought from a
Dans Comp catalog?

WYES | LNO

=

iving vour chance to get a bike, you'll be presented with optional third party
se offers are completely optional and need not be completed in order to st

& € Internet

|

43 | R -
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23.  Atthe conclusion of the survey, users were prompted to enter their email

addresses and their mobile phone number:

Ty Va5 Bk ety [ Oroca Lbgal Wit LI NeaN Footal: i1 ) Fapa'sTraining T

TAKE THE SURVEY
SCORE YOUR BIKE
-UR PARTICIPATING

Congratulations you may have quslifiedfors !
Bike of your chioice. Pleass complate the form |
balowr and confirm your Reglatration |

i
| Enter Your Email Address:

| —

Enter Your Mobile Number:

C 11

Prior to receiving your chance [0 get 2 bie, you'll be presented with optional third party
offers, These offers are compielely npt'zmﬂ and umi ot be compietad in ordar o get

, lagos, =
aames af products n( etaiiars) afe the proputy ¢ of theit easpaclive peemers.
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24.  Animmediate text message was sent to the user's mobile number. Examples of

such messages appear below:

Call FaceTime Add Contact

Text Message
Jan 30, 2013, 4:55 PM
" Enter PIN 2111 on the web
to get your Amazing Facts
Mobile Alert! Reply HELP
4help 18004166129 g
$9.99/mo. Reply STOP to
cancel.Msg&Data rates
| may apply

82 ATET 4G

Call FaceTime Add Contact
Text Message
Jan 31, 2013, 319 PM
Mobile Tunez Club Enter
PIN 4
Portal/Alrts100Credits@$9.
99/mth Msgé&data rates
may apply Text HELP
4help 8002357105
PIN:2044

©

You are not subscribed to |
any services. For more

support: call 18002357105 g_,
or e-mail help@sms-
helpdesk.com J
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25. Users were then prompted to enter a four digit pin that was text messaged to their

mobile numbers:

| & Step 2 - Windows Internet Explorer

J@Av [ Fezai surveysaliay.com : | SAEISIENE B |2
] fie Edit Yew Favorktes Toos Help

% @Convert - [ Select

i Favoriees | 5% [E online Banking For Business ... [2] FormFire & | SmartCreate & | Mount Yernon Marching ... F Lisk - Inwentary Application .. € | ~ ] https--wnm welbornportal....

Estep2 v Bl [0 v Bage~ seerye Toke @

Confirm Your Number

Your soulmate is looking for you! Find out who it is with horoscope subscription. $9.99,

@ confirm the PIN we just sent to your phone:

i

YOURE ALMOST
THERE

that Virgin Mabile USA, U.S. Cellular and AWCC users are only eligible to use

/.| Error on page. & mntermnet R S

26. Upon information and belief, entry of the four digit pin would sign the user up for
the service described in the text message.

217. Upon information and belief, a user would not receive a free bicycle. Nor would
a user earn a chance of winning a free bicycle.

28. Upon information and belief, there were no free bicycles given to any users
because Smith had no bicycles to give.

29. Upon information and belief, thousands of individuals entered their personal

information on the Site, mistakenly believing that they were dealing with Dan's Comp.

-10-
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30. Upon information and belief, Smith profited (i) from users inadvertently signing
up for services believing that they would win a free bicycle (or the chance for a free bicycle) and
(ii) by selling the user information gathered from unsuspecting users of the Site.

31. Smith was aware that Dan's Comp owned the Dan's Comp Marks when he set up,
operated, and ran the Site.

32. Smith was aware that Dan's Comp was an Indiana corporation and that Dan's
Comp would suffer harm as a result of Smith's actions.

33. Smith used the Dan's Comp Marks, and marks confusingly similar to the Dan's
Comp Marks, because Smith wanted to profit from the consumer goodwill associated with the
Dan's Comp Marks.

34. Dan's Comp was never affiliated with the Site.

35. Dan's Comp never authorized lan Smith to display or use the Dan's Comp Marks,
or marks confusingly similar to the Dan's Comp Marks, on the Site.

36. Due to the nature of his Internet business, Smith can reasonably anticipate that he
might be named as a defendant in different forums and jurisdictions.

C. Harm to Dan's Comp and the General Public.

37.  Smith's unauthorized use of the Dan's Comp Marks, and marks confusingly
similar to the Dan's Comp Marks, caused confusion, mistake, and deception as to the source of
the Site, and falsely suggested a sponsorship by, connection with, license from, or association
with Dan's Comp.

38. Dan's Comp has been irreparably harmed by Smith, and, if not enjoined, will

continue to be irreparably harmed by Smith.

-11-

DMS_US 51793000v1



Case 3:13-cv-00106-RLY-WGH Document 1 Filed 04/12/13 Page 12 of 18 PagelD #: 12

39. Smith's actions have also irreparably harmed, and if not enjoined, will continue to
irreparably harm, the general public, who has an inherent interest in being free from confusion,
mistake, and deception.

COUNT 1
Trademark Infringement of the Dan's Comp Marks
Under 15 U.S.C. § 1114(1)

40. Dan's Comp realleges and incorporates by reference each of the allegations
contained in the preceding paragraphs as though fully set forth herein.

41. Smith's use in commerce of the Dan's Comp Marks is likely to cause confusion,
mistake, and to deceive.

42. Smith's use in commerce of the Dan's Comp Marks is likely to cause initial
interest confusion among the general public.

43.  The above-described acts of Smith constitute trademark infringement in violation
of 15 U.S.C. § 1114(1), entitling Dan's Comp to relief.

44.  Smith has unfairly profited from the infringing actions alleged.

45, By reason of Smith's acts, Dan's Comp has suffered damage to the goodwill
associated with the Dan's Comp Marks.

46.  Smith's actions have irreparably harmed, and if not enjoined, will irreparably
harm, Dan's Comp.

47.  Smith's actions have irreparably harmed, and if not enjoined, will irreparably

harm, the general public who has an interest in being free from confusion, mistake, and

deception.

-12-
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48. By reason of Smith's actions, Dan's Comp's remedy at law is not adequate to
compensate it for the injuries inflicted by Smith. Accordingly, Dan's Comp is entitled to
preliminary and permanent injunctive relief pursuant to 15 U.S.C. § 1116.

49, By reason of Smith's willful acts, Dan's Comp is entitled to damages, and those
damages be trebled under 15 U.S.C. § 1117.

50. This is an exceptional case, making Dan's Comp eligible for an award of attorney
fees under 15 U.S.C. § 1117.

COUNT 11
Unfair Competition and False Designation of Origin
of the Dan's Comp Marks under 15 U.S.C. § 1125(a)(1)(A)

51. Dan's Comp realleges and incorporates by reference each of the allegations
contained in the preceding paragraphs as though fully set forth herein.

52. Smith's use in commerce of the Dan's Comp Marks is likely to cause confusion,
mistake, and to deceive the relevant public that the Site is authorized, sponsored or approved by
or is affiliated with Dan's Comp.

53.  Smith's use in commerce of the Dan's Comp Marks was likely to cause initial
interest confusion among the general public.

54.  The above-described acts of unfair competition constitute trademark infringement
of the Dan's Comp Marks and false designation of origin in violation 15 U.S.C. § 1125(a),
entitling Dan's Comp to relief.

55.  Smith has unfairly profited from the infringing actions alleged.

56. By reason of Smith's acts, Dan's Comp has suffered damage to the goodwill

associated with the Dan's Comp Marks.

-13-
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57. Smith's actions have irreparably harmed, and if not enjoined, will irreparably
harm, Dan's Comp.

58. Smith's actions have irreparably harmed, and if not enjoined, will irreparably
harm, the general public, who has an interest in being free from confusion, mistake, and
deception.

59. By reason of Smith's actions, Dan's Comp's remedy at law is not adequate to
compensate it for the injuries inflicted by Smith. Accordingly, Dan's Comp is entitled to
preliminary and permanent injunctive relief pursuant to 15 U.S.C. § 1116.

60. By reason of Smith's willful acts, Dan's Comp is entitled to damages, and those
damages be trebled under 15 U.S.C. § 1117.

61. This is an exceptional case, making Dan's Comp eligible for an award of attorney
fees under 15 U.S.C. § 1117.

COUNT 111
False Advertising Under 15 U.S.C. § 1125(a)(1)(B)

62. Dan's Comp realleges and incorporates by reference each of the allegations
contained in the preceding paragraphs as though fully set forth herein.

63.  To the detriment of Dan's Comp and the goodwill it has established in the Dan's
Comp Marks, Smith used in advertising and commerce false and misleading descriptions of fact,
or false and misleading representation of fact concerning the offer of a free bicycle.

64.  Smith's wrongful acts have deceived a substantial number of consumers.

65.  The above-described acts constitute false advertising in violation 15 U.S.C.
8 1125(a)(1)(B), entitling Dan's Comp to relief.

66. Smith has unfairly profited from the infringing actions alleged.

-14-
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67. By reason of Smith's acts, Dan's Comp has suffered damage to the goodwill
associated with the Dan's Comp Marks.

68. Smith's actions have irreparably harmed, and if not enjoined, will irreparably
harm, Dan's Comp.

69. Smith's actions have irreparably harmed, and if not enjoined, will irreparably
harm, the general public who has an interest in being free from confusion, mistake, and
deception.

70. By reason of Smith's actions, Dan's Comp's remedy at law is not adequate to
compensate it for the injuries inflicted by Smith. Accordingly, Dan's Comp is entitled to
preliminary and permanent injunctive relief pursuant to 15 U.S.C. § 1116.

71. By reason of Smith's willful acts, Dan's Comp is entitled to damages, and those
damages be trebled under 15 U.S.C. § 1117.

72. This is an exceptional case, making Dan's Comp eligible for an award of attorney
fees under 15 U.S.C. § 1117.

COUNT IV
Unfair Competition and Trademark Infringement of the
Dan's Comp Marks under Indiana Common Law

73. Dan's Comp realleges and incorporates by reference each of the allegations
contained in the preceding paragraphs as though fully set forth herein.

74.  Smith has used in commerce the Dan's Comp Marks in connection with his
business.

75.  Smith's use of the Dan's Comp Marks in connection with Smith's business is

likely to cause confusion or mistake or to deceive as to the source of origin of the Site.

-15-

DMS_US 51793000v1



Case 3:13-cv-00106-RLY-WGH Document 1 Filed 04/12/13 Page 16 of 18 PagelD #: 16

76.  Smith's acts described above constitute trademark infringement and unfair
competition under the common law of the State of Indiana, entitling Dan's Comp to relief.

77. Smith has unfairly profited from the actions alleged herein.

78. By reason of Smith's actions alleged herein, Dan's Comp has suffered damage to
the goodwill associated with the Dan's Comp Marks and has suffered irreparable harm.

79. By reason of Smith's actions alleged herein, Dan's Comp's remedy at law is not
adequate to compensate it for the injuries inflicted by Smith. Accordingly, Dan's Comp is
entitled to preliminary and permanent injunctive relief.

80. Dan's Comp is informed and believes and on that basis alleges that Smith's
conduct has been intentional and willful and in conscious disregard of Dan's Comp's rights.

REQUEST FOR RELIEF

Therefore, Dan's Comp respectfully requests judgment as follows:

1. That the Court enter a judgment that Smith:

a. violated and infringed the rights of Dan's Comp in the Dan's Comp Marks
under 15 U.S.C. § 1114(1);

b. violated and infringed the rights of Dan's Comp in the Dan's Comp Marks
under 15 U.S.C. § 1125(a); and

c. violated and infringed the rights of Dan's Comp in the Dan's Comp Marks
under the common law.

2. That Smith and all persons acting in concert or privity with Smith, be preliminary and

permanently enjoined from the following activities:

-16-
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a. Using the Dan's Comp Marks or any other name, mark, designation or
depiction in a manner that is likely to cause confusion regarding whether the
Site is affiliated or associated with or sponsored by Dan's Comp;

b. Practicing trademark infringement, unfair competition, false designation of
origin, passing off, false advertising, against Dan's Comp or misappropriation
of Dan's Comp's trademark rights; and

c. Assisting, aiding or abetting any other person or business entity in engaging in
or performing any of the activities referred to in subparagraphs 2(a) through
2(b) above;

3. That Smith be ordered to engage in corrective advertising to the extent necessary
to correct any consumer confusion or misperceptions resulting from his unlawful acts
complained of above;

4, That Smith be ordered to account to Dan's Comp for, and disgorge, all profits it
has derived by reason of the unlawful acts complained of above;

5. That Smith be ordered to pay damages, and that those damages be trebled, under
15U.S.C. 8 1117,

6. That Smith be ordered to pay Dan's Comp's reasonable attorney fees, prejudgment
interest, and costs of this action under 15 U.S.C. § 1117 and the common law;

7. That Smith be ordered to file with the Court and serve upon Dan's Comp a written
report under oath setting forth in detail the manner and form in which Smith has complied with
the injunction and judgment within thirty (30) days after the service of the injunction and

judgment upon Smith; and

-17-
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8. That the Court award all other appropriate relief.

Respectfully submitted,

FAEGRE BAKER DANIELS LLP

By: /s/ Louis T. Perry

Louis T. Perry (Atty. #25736-49) Counsel for Plaintiff XP Innovation, LLC d/b/a
Amie Peele Carter (Atty. #19523-29A) Dan's Comp

300 N. Meridian Street, Suite 2700

Indianapolis, IN 46204

Telephone: (317) 237-0300

Facsimile: (317) 237-1000

louis.perry@faegrebd.com

amie.peelecarter@faegrebd.com
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